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DOCKET NO.: 2719.2002-001 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Stephen P.A. Fodor, Lubert Stryer, J. Leighton Read and Michael C. Pirrung 
10/033,195 Group: 1655 

December 28, 2001 Examiner: Not Assigned 

.: 7969 

NUCLEOTIDES AND ANALOGS HAVING PHOTOREMOVABLE 
PROTECTING GROUPS 



CERTIFICATE OF MAILING 
I hereby certify that this correspondence is being deposited with ±e United 
States Postal Service with sufficient postage as First Class Mail in an 
envelope addressed to Assistant Commissioner for Patents, Box 2327, 
Arlington, VA 22202 /} 

on €hk^% a 0 ^ { y fUiJAAl dxjuL^ 

Date Q Signature 



Typed or printed name of person signing cer^icate 



INFORMATION DISCLOSURE STATEMENT 



Assistant Commissioner for Patents 
P.O. Box 2327 
Arlington, VA 22202 

Sir: 

This Information Disclosure Statement is submitted: 
[ ] under 37 CFR 1.129(a), or 

(First/Second submission after Final Rejection) 

[X] under 37 CFR 1.97(b), or 

(Within any one of the following time periods: three months of filing national application (other than a CPA) or date of entry of the national 
stage in an international application; or before the mailing date of a first office action on the merits in a non-provisional application, including a 
CPA, or a Request for Continued Examination). 

[ ] xmder 37 CFR L97(c) together with either: 

[ ] a Statement under 37 CFR 1 .97(e), as checked below, or 
[ ] a $180.00 fee under 37 CFR L17(p), or 

(After the 37 CFR 1 .97(b) time period, but before final action or notice of allowance, whichever occurs first) 
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[ ] unda- 37 CFR 1.97(d) together with: 

[ ] a Statement under 37 CFR 1.97(e), as checked below, and 
[ ] a $180.00 fee under 37 CFR 1.17(p), or 

(Filed after final action or notice of allowance, whichever occurs first, but on or before payment of the issue fee) 

[ ] under 37 CFR 1.97(i): 

Applicant requests that the IDS and cited reference(s) be placed in the application filewrapper. 

(Filed after payment of issue fee) 

Statement Under 37 CFR L97fe) 

[ ] Each item of information contained in this Information Disclosure Statement was first cited in 
any commimication from a foreign patent office in a counterpart foreign application not more 
than tinee months prior to the filing of this Information Disclosure Statement; or 

[ ] No item of information contained in this Information Disclosure Statement was cited in a 
communication from a foreign patent office in a counteipart foreign application, and, to the 
knowledge of the imdersigned, after making reasonable inquiry, no item of information contained 
in the information disclosure statement was known to any individual designated in 37 CFR 
1 .56(c) more than three months prior to the filing of this Information Disclosure Statement. 



Statement Under 37 CFR 1.704(d) (Patent Term Adjustment) 

Applies to original applications (other than design) filed on or after May 29, 2000 

[ ] Each item of information contained in the Information Disclosure Statement was cited in a 

communication from a foreign patent office in a counterpart application and this conmiunication 
was not received by any individual designated in § 1.56(c) more than thirty days prior to the 
filing of the Information Disclosure Statement. 



[X] Enclosed herewith is form PTO-1449: 

[ ] Copies of the cited references are enclosed. 

[X] Copies of the cited references were entered in a related application, U.S. Application No. 
09M65,126. 

[ ] The listed references were cited in the enclosed Intemational Search Report in a 
counterpart foreign application. 



[ ] The "concise explanation" requirement (non-English references) for reference(s) [ ] 
under 37 CFR 1.98(a)(3) is satisfied by: 

[ ] the explanation provided on the attached sheet. 

[ ] the explanation provided in the Specification. 

[ ] submission of the enclosed Intemational Search Report. 

[ ] submission of the enclosed English-language version of a foreign Search Report 
and/or foreign Office Action. 

[ ] the enclosed English language abstract. 
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[ ] Applicant requests that the following non-published pending applications be considered: 

Examiner's 
Initials 

U.S. Patent Application No. [ ], by [inventor(s)], filed [ ], Docket No.: [ ] 

U.S. Patent Application No. [ ], by [inventor(s)], filed [ ], Docket No.: [ ] 

U.S. Patent Application No. [ by [inventor(s)], filed [ ], Docket No.: [ ] 

Examiner Date 

[ ] A copy of each above-cited application, including the current claims, is enclosed. 

[ ] A copy of each above-cited application, including the current claims, is enclosed, except 
those entered in prior application, U.S. Application No. [ ], to which priority imder 
35 U.S.C. 120 is claimed. 

The Examiner is requested to return a copy of the above list of pending applications indicating which 
references were considered with the next office communication. 

It is requested that the information disclosed herein be made of record in this application. 
Method of payment: 

[ ] A check for the fee noted above is enclosed, or the fee has been included in the check with the 
accompanying Reply. A copy of this Statement is enclosed. 

[ ] Please charge Deposit Account 08-0380 in the amoimt of $[ ]. A copy of this Statement is 
enclosed. 

[X] Please charge any deficiency in fees and credit any overpayment to Deposit Account 08-0380. 

REMARKS 

Applicants are mindful of the large number of references that have been cited in the IDS and 
associated 1449 form filed herewith. These references have arisen diuing litigation involving patents 
that relate to the present application and during the normal course of prosecution of related subject 
matter. Applicants have cited them to fulfill their duty of disclosure. In an effort to make the review of 
these references more manageable for the Examiner, Applicants have provided the PTO with multiple 
copies of two compact discs (CDs) with the references available for electronic viewing or searching. 
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Applicants representative, Mr. Philip McGarrigle, has provided the CDs to Group Director John 
Doll, Supervisory Primary Examiners Michael Woodward and Gary Jones, and Special Examiner Cecilia 
Tsang (as well as many individual Examiners). The CDs given to Mssrs. Doll, Woodward and Jones 
were for distribution to individual Examiners within their respective groups. The CDs presented to 
Examiner Tsang were to accompany the hard copies of the references in the IDS which are in a central 
location in her office for the availability of all Examiners. 

Of the two CDs that make up the IDS, one contains the articles and another contains 
patents/published applications. The CD containing the articles is in .pdf format and can be viewed by 
selecting the appropriate article as discussed below. The patent CD contains text versions and versions 
of the patents with the appropriate figures. It is fully searchable and contains a program that has the 
ability to search for specific terms or to use Boolean logic to formulate more specific searches. There 
are links within each full text patent to the patents that are cited therein. 

The vendor who prepared the patent literature CD suggests opening the REAMDE.HTML file in 
the root directory of the CD before use. It contains the directions for how to use the CD, as well as a 
hyperlink to the patent list. The CD that contains the articles suggests opening "Index" or "Index2'* to 
view images. 1449 forms will appear which list the articles which can be opened by clicking on the 
hyperlinked number of the article in the left hand column. 

Additionally, Applicants would like to notify the Examiner of inter party matters that relate to the 
present application. Two commonly owned patents US 5,744,305 and US 5,800,992 have been involved 
in interference proceedings. Specifically, the interferences were Interference No. 104,359 between 
commonly owned US 5,744,305 and Brown et al, USSN 08/688,488, and Interference No. 104,358 
between commonly owned US 5,800,992 and USSN 08/514,875. Both interferences were decided by 
the U.S. Patent Office in favor of the real party in interest, Affymetrix, Inc., the assignee of the present 
application. The losing party, Stanford, appealed to the Northem District of Cahfomia where the case is 
currently pending (Case # C99-21 JF). The Junior party challenged the patents on the basis of lack of 
enablement and written description under 35 USC §112, among other issues. The Junior party's initial 
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position is set out in papers (with supporting information) entitled **Request for Declaration of 
Interference, 37 C.F.R, § 1 .608*' in both interferences. The initial response of Senior party Patentee is set 
out in papers (with supporting information) entitled "Fodofs Opposition to Brown's Rule 608(b) 
Request" in both interferences. 

Further, US 5,744,305 and US 5,800,992 were the subject of litigation (Affymetrix, Inc, v. Hyseq, 
Inc, ^ US District Court for the Northern District of California, San Francisco Division, Civil Action No. 
C98-03192 FMS, dindAffymerix. v. Syteni, Inc. and Incyte Pharmaceuticals, Inc., US District Court for 
the Northem District of California, San Francisco, Case No. C98-4508 FMS (MEJ)). In the course of 
these proceedings, allegations of invalidity over prior art, lack of enablement, lack of support and 
inequitable conduct (relating to duty of candor, content of declarations under 37 CR §1.132, and 
arguments made during prosecution) were raised. These allegations are denied. Further, oppositions 
have been filed against a related Exiropean application EP 619,321 in the European Patent Office, and a 
revocation proceeding has been brought in the United IGngdom against related patents GB 2,248,840 
and EP (UK) 0619 321. Collectively, these proceedings have generated a considerable number of 
references, which are cited in the IDS and CDs filed herewith. Applicants can provide copies of 
litigation documents that may be of interest to the Examiner, but have not done so due to the extensive 
nature of the multiple litigation and papers filed therein. 

In a lawsuit that was settled with Incyte Genomics (Incyte Genomics v, Affymetrix), Affymetrix 
counterclaimed for patent infiingement under U.S. patent 5,871,928 ('928). The *928 patent is in a 
family of applications related to the present application. Incyte has filed their "Initial Disclosure of Prior 
Art" and the references cited therein have been included in the current IDS. The lawsuit was filed in the 
Northem District of Califomia, San Francisco division (Case No. C 00-3210 MJJ) and was settled in 
2001. 

The references cited on the attached form PTO-1449 are being called to the attention of the 
Examiner. Copies of the references can be found in a "Master Binder Set'* originally submitted to 
Examiner Tsang on January 27, 2000 and supplemented on dates thereafter. 
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As provided' for by 37 C.F.R. 1.97(g) and (h), no inference should be made that the information 
and references cited are prior art merely because they are in this statement and no representation is being 
made that a search has been conducted or that this statement encompasses all the possible relevant 
information. 

Respectfully submitted, 

HAMILTON, BROOK, SMITH & REYNOLDS, P.C. 
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Reference Designation 


U.S. PATENT DOCUMENTS 




Page 1 


Examiner Initial 


Document No. 


Date 


Name 


Class 


Sub-class 


Filing Date 
(If Appropriate) 


AA 


3,730,844 


5/1/73 


Gilham et al. 


195 


103.5 R 


8/27/71 


AB 


3 , 849, 137 


U/19/74 


Barzynski et al. 


96 


97 


10/5/72 


AC 


3, 862, 056 


1/21/75 


Hartman 


252 


511 


12/20/72 


AD 


3, 939,350 


2/17/78 


Kronick et al. 


250 


365 


4/29/74 


AE 


4,072,576 


2/7/78 


Arwin et al. 


195 


103.5 R 


9/20/76 


AF 


4,121,222 


10/17/78 


Diebold et al. 


347 


7 


7/6/77 


AG 


4, 180, 739 


12/25/79 


Abu-Shumays 


250 


461 R 


12/23/77 


AH 


4,216,245 


8/5/80 


Johnson 


427 


2.13 


1125/1% 


AI 


4, 238, 757 


12/9/80 


Schenck 


357 


25 


3/19/76 


AJ 


4,269,933 


5/26/81 


Pazos 


430 


291 


9/28/79 


AK 


4, 314, 821 


2/9/82 


Rice 


23 


230 B 


7/28/80 


AL 


4,327,073 


4/27/82 


Huang 


424 


1 


4/7/80 


AM 


4 , 339 , 528 


7/13/82 


Goldman 


430 


323 


5/19/81 


AN 


4,342,905 


8/3/82 


Fujii et al. 


250 


201 


8/21/80 


AO 


4,373,071 


2/8/83 


Itakura 


525 


375 


4/30/81 


AP 


4, 395, 486 


7/26/83 


Wilson et al. 


435 


6 


8/19/81 


AO 

^ 


4,405,771 


9/20/83 


Jagur 


528 


266 


10/16/81 


AR 


4,444, 878 


4/24/84 


Paulus 


435 


7 


12/21/81 


AS 


4,444, 892 


4/24/84 


Malmros 


436 


528 


5/17/82 


AT 


4,448,534 


5/15/84 


Wertz et al. 


356 


435 


10/5/79 


AU 


4,458, 066 


7/3/84 


Caruthers et al. 


536 


27 


3/24/81 


AV 


4,483, 920 


11/20/84 


Gillespie et al. 


435 


6 


5/17/82 


AW 


4,500,707 


2/19/85 


Caruthers et al. 


536 


27 


3/16/82 


AX 


4 , 500 , 919 


2/19/85 


Schreiber 


358 


78 


5/4/82 


AY 


4, 516 , 833 


5/14/85 


Fusek 


350 


162.12 


12/27/82 


AZ 


4,517,338 


5/14/85 


Urdea et al. 


525 


54.11 


7/13/84 


BA 


4, 533, 682 


8/6/85 


Tortorello et al. 


523 


414 


4/29/83 


BB 


4,537,861 


8/27/85 


Elings et al. 


436 


518 


2/3/83 


BC 


4,542,102 


9/17/85 


Dattagupta et al. 


435 


6 


7/5/83 


BD 


4,555,490 


11/26/85 


Merril 


436 


86 


6/8/84 


BE 


4,556, 643 


12/3/85 


Paau et al. 


435 


5 


2/1/83 


BF 


4,562,157 


12/31/85 


Lowe et al. 


435 


291 


5/25/84 


BG 


4, 563,419 


1/7/86 


Ranki et al. 


435 


6 


12/29/83 


BH 


4, 569, 967 


2/1 1/86 


Kornreich et al. 


525 


54.11 


10/24/83 


_^ BI 


4,580,895 


4/8/86 


Patcl 


356 


39 


10/28/83 


BJ 


4,584,277 


4/22/86 


Ullman 


436 


501 


4/5/83 
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BK 


4,588,682 


5/13/86 


Groet et al. 


435 


6 


12/13/82 


BL 


4,591,570 


5/27/86 


Chang 


435 


7.24 


2/2/83 


BM 


4,598, 049 


7/1/86 


Zelinka et al. 


422 


116 


8/31/83 


BN 


4, 613, 566 


9/23/86 


Potter 


435 


6 


1/23/84 


BO 


4,624,915 


11/25/86 


Schindler et al. 


435 


4 


7/14/83 


BP 


4, 626, 684 


12/2/86 


Land a 


250 


328 


7/13/83 


BO 


4, 631, 211 


12/23/86 


Houghten 


428 


35 


3/25/85 


BR 


4, 637, 861 


1/20/87 


KruU et al. 


204 


1 T 


12/16/85 


BS 


4,656, 127 


4/7/87 


Mundy 


435 


6 


4/23/84 


BT 


4, 670, 380 


6/2/87 


Dattagupta 


435 


6 


5/23/84 


BU 


4, 677, 054 


6/30/87 


White et al. 


435 


6 


8/8/83 


BV 


4,681,859 


7/21/87 


Kramer 


436 


501 


9/21/84 


BW 


4, 683, 195 


7/28/87 


MuUis et al. 


435 


6 


2/7/86 


BX 


4, 683, 202 


7/28/87 


MuUis 


435 


91 


10/25/85 


BY 


4, 689, 405 


8/25/87 


Frank et al. 


536 


27 


1/4/84 


BZ 


4, 704, 353 


11/3/87 


Humphries et al. 


435 


4 


4/27/84 


CA 


4, 711, 955 


12/8/87 


Ward et al. 


536 


29 


5/23/83 


CB 


4,713,326 


12/15/87 


Dattagupta et al. 


435 


6 


5/18/84 


cc 


4,713,347 


12/15/87 


Mitchell et al. 


436 


501 


1/14/85 


CD 


4, 715,413 


12/29/87 


Backlund et al. 


141 


94 


10/8/86 


CE 


4, 716, 106 


12/29/87 


Chi swell 


435 


6 


2/28/85 


CF 


4, 719, 179 


1/12/88 


Barany 


435 


172.1 


11/30/84 


CG 


4,719,615 


1/12/88 


Feyrer et al. 


369 


284 


3/4/86 


CH 


4, 722, 906 


2/2/88 


Guire 


436 


501 


9/29/82 


CI 


4, 728, 502 


3/1/88 


Hamill 


422 


116 


4/26/85 


CJ 


4,728,591 


3/1/88 


Clark et al. 


430 


5 


3/7/86 


CK 


4,731,325 


3/15/88 


Palva et al. 


435 


6 


1/24/85 


CL 


4,737,344 


4/12/88 


Koizumi et al. 


422 


100 


4/22/87 


CM 


4,755,458 


7/5/88 


Rabbani et al. 


435 


5 


8/30/84 


CN 


4, 762, 881 


8/9/88 


Kauer 


525 


54.11 


1/9/87 


CO 


4,766, 062 


8/23/88 


Diamond et al. 


435 


6 


5/7/84 


CP 


4, 767, 700 


8/30/88 


Wallace 


435 


6 


2/15/85 


CO 


4, 777, 019 


10/11/88 


Dandekar 


422 


68 


4/11/86 


CR 


4,780,504 


10/25/88 


Buendia et al. 


525 


54.11 


6/5/86 


CS 


4 , 786 , 170 


11/22/88 


Groebler 


356 


318 


5/13/86 


CT 


4 , 786, 684 


1 1/22/88 


Glass 


525 


54.1 


8/21/86 


CU 


4, 794, 150 


12/27/88 


Steel 


525 


54.11 


3/1 1/87 


CV 


4,808,508 


2/28/89 


Platzer 


430 


143 


7/1/86 
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CW 


4, 810, 869 


3/7/89 


Yabe et al. 


250 


201 


12/23/87 


cx 


4, 811, 062 


3/7/89 


Tabata ct al. 


356 


152 


7/1/88 


CY 


4 , 811, 218 


3/7/89 


Hunkapiller et al. 


204 


461 


6/2/86 


CZ 


4 , 812, 512 


3/14/89 


Buendia et al. 


525 


54.11 


6/26/86 


DA 


4, 820, 630 


4/11/89 


Taub 


435 


5 


11/23/84 


DB 


4, 822, 566 


4/18/89 


Newman 


422 


68 


5/18/87 


DC 


4,833, 092 


5/23/89 


Geysen 


436 


501 


12/22/86 


DD 


4,844,617 


7/4/89 


Kelderman et al. 


356 


372 


1/20/SS 


DE 


4,846,552 


7/11/89 


Veldkamp et al. 


350 


162.2 


2/9/88 


DF 


4 , 849, 513 


7/18/89 


Smith et al. 


536 


27 


6/24/86 


DG 


4,855,225 


8/8/89 


Fung et al. 


435 


6 


2/7/86 


DH 


4,865,990 


9/12/89 


Stead et al. 


435 


803 


7/9/87 


DI 


4,868, 103 


9/19/89 


Stavrianopoulos et al. 


435 


5 


2/19/86 


DJ 


4, 874, 500 


10/17/89 


Madou et al. 


204 


412 


7/15/87 


DK 


4, 877, 745 


10/31/89 


Hayes et al. 


436 


166 


3/14/89 


DL 


4, 886, 741 


12/12/89 


Schwartz 


435 


5 


12/9/87 


DM 


4, 888,278 


12/19/89 


Singer et al. 


435 


6 


10/13/88 


DN 


4, 921, 805 


5/1/90 


Gebeyehu et al. 


435 


270 


9/29/89 


DO 


4, 923, 901 


5/8/90 


Koester et al. 


521 


53 


9/4/87 


DP 


4, 925, 785 


5/15/90 


Wang et al. 


435 


6 


3/7/86 


DQ 


4, 931, 384 


6/5/90 


Layton et al. 


435 


7.31 


10/17/84 


DR 


4, 946, 942 


8/7/90 


Fuller et al. 


530 


335 


3/1 1/88 


DS 


4, 965, 188 


10/23/90 


Mullis et al. 


435 


6 


6/17/87 


DT 


4, 973,493 


11/27/90 


Guirc 


427 


2 


10/15/87 


DU 


4,979, 959 


12/25/90 


Guire 


623 


66 


5/5/89 


DV 


4,981, 783 


1/1/91 


Augenlicht 


435 


6 


4/16/86 


DW 


4, 981, 985 


1/1/91 


Kaplan et al. 


556 


50 


10/20/87 


DX 


4, 984, 100 


1/8/91 


Takayama et al. 


360 


49 


7/14/89 


DY 


4, 987, 065 


1/22/91 


Stavrianopoulos et al. 


435 


5 


12/2/85 


DZ 


4, 988, 617 


1/29/91 


Landegren et al. 


435 


6 


3/25/88 


EA 


4,992, 383 


2/12/91 


Farnsworth 


436 


89 


8/5/88 


EB 


4, 994, 373 


2/19/91 


Stavrianopoulos et al. 


435 


6 


7/20/89 


EC 


5, 002, 867 


3/26/91 


Macevicz 


435 


6 


10/24/88 


ED 


5, 006,464 


4/9/91 


Chu et al. 


435 


7.1 


10/1/87 


EE 


5,011,770 


4/30/91 


Kung et al. 


435 


6 


7/24/90 


EF 


5, 013, 669 


5/7/91 


Peters, Jr. et al. 


436 


518 


6/1/88 


EG 


5, 021, 550 


6/4/91 


Zeiger 


530 


334 


9/11/90 


EH 


5, 026, 773 


6/25/91 


Steel 


525 


54.11 


12/5/88 
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EI 


5, 026, 840 


6/25/91 


Dattagupta et al. 


536 


27 


2/6/90 


EJ 


5 , 028 , 525 


7/2/91 


Gray et al. 


435 


6 


6/26/90 


EK 


5, 028, 545 


7/2/91 


Soini 


436 


501 


6/9/88 


EL 


5, 037, 882 


8/6/91 


Steel 


525 


54.11 


12/23/88 


EM 


5,043,265 


8/27/91 


Tanke et al. 


435 


6 


3/26/87 


EN 


5, 047,524 


9/10/91 


Andrus et al. 


536 


27 


12/21/88 


EO 
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